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REAL PARTY IN INTEREST 

The real party in interest in this appeal is the following party: International Business 
Machines Corporation of Armonk, New York. 
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RELATED APPEALS AND INTERFERENCES 



With respect to other appeals or interferences that will directly affect, or be directly affected 
by, or have a bearing on the Board's decision in the pending appeal, there are no such appeals or 
interferences. 



(Appeal Brief Page 3 of 35) 
Liu et al. - 1 0/008.73 1 



STATUS OF CLAIMS 

A. TOTAL NUMBER OF CLAIMS IN APPLICATION 

Claims in the application are: 1-30 

B. STATUS OF ALL THE CLAIMS IN APPLICATION 

1 . Claims canceled: 2- 1 0 and 1 2-30 

2. Claims withdrawn from consideration but not canceled: none 

3. Claims pending: 1 and 1 1 

4. Claims allowed: none 

5. Claims rejected: 1 and 1 1 

6. Claims objected to: none 

C. CLAIMS ON APPEAL 



The claims on appeal are: 1 and 1 1 



STATUS OF AMENDMENTS 



No amendment after final rejection was filed for this case. However, Applicants are 
submitting concurrently herewith an amendment pursuant to 37 C.F.R. 41 .33 in order to cancel 
Claim 21. 
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SUMMARY OF CLAIMED SUBJECT MATTER 



A. CLAIM 1 - INDEPENDENT 

The subject matter of claim 1 is directed to a method in a computing device for 
identifying cross-selling opportunities (Specification page 11, line 24 - page 12, line 4). The 
computing device includes a controller, a network interface, a profitability analysis device, a 
profit level categorization device, a data mining device, a cross-selling opportunities recognition 
device, and a storage device that are all coupled together using a control/data signal bus 
(Specification page 31, lines 5-17; Figure 4, elements 410-480). The computing device is used 
for performing an association analysis for a bank using the bank's plurality of bank products and 
a plurality of existing banking customers (Specification page 12, lines 5-7; page 25, line 14 - 
page 26, line 1 ; page 27, lines 7-16; page 28, lines 3-10). The association analysis includes 
receiving, by the controller via the network interface, a request for cross-selling opportunities 
identification, such that the controller initiates retrieval of, for each one of said plurality of 
existing banking customers from a bank's database, product information about the plurality of 
bank products, the initiating step being responsive to the receipt of the request and instructs the 
profitability analysis device to operate on the product information (Specification page 4, lines 7- 
10; page 31, lines 18-30; page 33, lines 7-10; Figure 4, element 410; Figure 6, element 610). The 
profitability analysis device analyzes the stored product information to identify strategic ones of 
the plurality of products to form preferred products, the preferred products being only the 
strategic ones of the plurality of products (Specification page 28, lines 29-3 1 ; page 3 1 , line 3 1 - 
page 32, line 1). The profitability analysis device calculates a profit for each one of these 
preferred products, and based on the profit that was calculated for each one of said preferred 
products, each one of said preferred products is categorized into one of three levels including a 
high level of profitability, a medium level of profitability, and a low level of profitability. The 
low level of profitability indicates either low profitability or negative profitability when each one 
of the preferred products that is categorized into the low level of profitability is purchased 
(Specification page 4, lines 10-11; page 29, lines 6-12; page 32, lines 2-8; page 33, lines 9-15; 
Figure 6, elements 620 and 630). 

Each one of the preferred products has an assigned original product code, and for each 
one of the preferred products, the assigned original product code is transformed by embedding 
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one of the three levels into the assigned original product code to form a new product code, with 
the embedded one of the three levels being a level into which each one of the preferred products 
was categorized (Specification page 4, lines 1 1-13; page 29, lines 6-12; page 30, lines 18-22; 
page 33, lines 15-16; Figure 6, element 640). The modified preferred products are then 
processed to identify associations among the modified preferred products, the processing 
including performing data mining on the modified preferred products to generate a plurality of 
association rules based on past behavior of the plurality of banking customers (Specification page 
4, lines 14-19; page 33, lines 16-20; Figure 6, element 650). A particular one of the plurality of 
association rules associates a Visa Gold credit card with a housing loan, with this particular one 
of the plurality of association rules including a support of 0.22, a confidence of 10.7, and a lift of 
13.3. This particular one of the plurality of association rules includes an identification that a 
Visa Gold credit card is high profitability and an indication that a housing loan is high 
profitability (Specification page 26, lines 2-18; page 30, lines 3-13). 

The cross-selling opportunities recognition device analyzes the plurality of association 
rules to identify a first subset of the plurality of association rules that indicates the high level of 
profitability (Specification page 4, lines 19-21; page 29, lines 12-14; page 32, lines 9-12; page 
33, lines 21-23; Figure 6, block 660). This first subset of the plurality of association rules 
includes the particular one of the plurality of association rules, and is used to identify the first 
ones of the plurality of bank customers to which to target marketing, such that a purchase of one 
of the preferred products by one of the first ones of the plurality of bank customers results in a 
high level of profitability occurring (Specification page 29, lines 15-19; page 30, lines 14-17; 
page 32, lines 12-19; page 33, lines 24-26; Figure 6, element 670). 

One or more marketing strategies are generated based on the first subset of the plurality of 
association rules, and the first ones of said plurality of bank customers are cross-sold to by 
marketing to the first ones of the plurality of bank customers (Specification page 29, line 26 - 
page 30, line 2; page 33, lines 26-28; Figure 6, element 680). The cross-selling opportunities 
recognition device analyzes the plurality of association rules to identify a second subset of the 
plurality of association rules that indicate a low level of profitability, and is used to identify 
second ones of the plurality of bank customers to avoid. These second ones of the plurality of 
bank customers are excluded from a next marketing campaign, such that the first ones of the 
plurality of bank customers are good targets for cross-selling and the second ones of said 
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plurality of bank customers are avoided (Specification page 29, lines 15-25; page 30, lines 18- 
24). 

B. CLAIM 1 1 - INDEPENDENT 

The subject matter of claim 1 1 is directed to an apparatus/computing device for 
identifying cross-selling opportunities (Specification page 11, line 24 - page 12, line 4). The 
computing device includes a controller, a network interface, a profitability analysis device, a 
profit level categorization device, a data mining device, a cross-selling opportunities recognition 
device, and a storage device that are all coupled together using a control/data signal bus 
(Specification page 31, lines 5-17; Figure 4, elements 410-480). The computing device performs 
an association analysis for a bank using the bank's plurality of bank products and a plurality of 
existing banking customers (Specification page 12, lines 5-7; page 25, line 14 - page 26, line 1; 
page 27, lines 7-16; page 28, lines 3-10). The association analysis includes receiving, by the 
controller via the network interface, a request for cross-selling opportunities identification, such 
that the controller initiates retrieval of, for each one of said plurality of existing banking 
customers from a bank's database, product information about the plurality of bank products, the 
initiating step being responsive to the receipt of the request and instructs the profitability analysis 
device to operate on the product information (Specification page 4, lines 7-10; page 31, lines 18- 
30; page 33, lines 7-10; Figure 4, element 410; Figure 6, element 610). The profitability analysis 
device analyzes the stored product information to identify strategic ones of the plurality of 
products to form preferred products, the preferred products being only the strategic ones of the 
plurality of products (Specification page 28, lines 29-31; page 31, line 31 - page 32, line 1). The 
profitability analysis device calculates a profit for each one of these preferred products, and based 
on the profit that was calculated for each one of said preferred products, each one of said 
preferred products is categorized into one of three levels including a high level of profitability, a 
medium level of profitability, and a low level of profitability. The low level of profitability 
indicates either low profitability or negative profitability when each one of the preferred products 
that is categorized into the low level of profitability is purchased (Specification page 4, lines 1 0- 
11; page 29, lines 6-12; page 32, lines 2-8; page 33, lines 9-15; Figure 6, elements 620 and 630). 

Each one of the preferred products has an assigned original product code, and for each 
one of the preferred products, the assigned original product code is transformed by a means for 
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transforming to embed one of the three levels into the assigned original product code to form a 
new product code, with the embedded one of the three levels being a level into which each one of 
the preferred products was categorized (Specification page 4, lines 11-13; page 29, lines 6-12; 
page 30, lines 18-22; page 33, lines 15-16; Figure 6, element 640). The modified preferred 
products are then processed by a means for processing to identify associations among the 
modified preferred products, the processing including performing data mining on the modified 
preferred products to generate a plurality of association rules based on past behavior of the 
plurality of banking customers (Specification page 4, lines 14-19; page 33, lines 16-20; Figure 6, 
element 650). A particular one of the plurality of association rules associates a Visa Gold credit 
card with a housing loan, with this particular one of the plurality of association rules including a 
support of 0.22, a confidence of 10.7, and a lift of 13.3. This particular one of the plurality of 
association rules includes an identification that a Visa Gold credit card is high profitability and 
an indication that a housing loan is high profitability (Specification page 26, lines 2-18; page 30, 
lines 3-13). 

The cross-selling opportunities recognition device analyzes the plurality of association 
rules to identify a first subset of the plurality of association rules that indicates the high level of 
profitability (Specification page 4, lines 19-21 ; page 29, lines 12-14; page 32, lines 9-12; page 
33, lines 21-23; Figure 6, block 660). This first subset of the plurality of association rules 
includes the particular one of the plurality of association rules, and is used to identify the first 
ones of the plurality of bank customers to which to target marketing, such that a purchase of one 
of the preferred products by one of the first ones of the plurality of bank customers results in a 
high level of profitability occurring (Specification page 29, lines 15-19; page 30, lines 14-17; 
page 32, lines 12-19; page 33, lines 24-26; Figure 6, element 670). 

One or more marketing strategies are generated by a means for generating based on the 
first subset of the plurality of association rules, and the first ones of said plurality of bank 
customers are cross-sold to by a means for cross-selling in order to market to the first ones of the 
plurality of bank customers (Specification page 29, line 26 - page 30, line 2; page 33, lines 26- 
28; Figure 6, element 680). The cross-selling opportunities recognition device analyzes the 
plurality of association rules to identify a second subset of the plurality of association rules that 
indicate a low level of profitability, and is used by a means for using to identify second ones of 
the plurality of bank customers to avoid. These second ones of the plurality of bank customers 
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are excluded from a next marketing campaign, such that the first ones of the plurality of bank 
customers are good targets for cross-selling and the second ones of said plurality of bank 
customers are avoided (Specification page 29, lines 15-25; page 30, lines 18-24). 

The means for temporarily storing, categorizing, transforming, storing, processing, 
generating, cross-selling and using are provided by element 100 of Figure 1, as described in the 
Specification at page 6, line 17 - page 7, line 26 and page 11, line 17 - page 12, line 4. 
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GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 



The grounds of rejection to review on appeal are as follows: 

1 . Whether Claims 1 and 1 1 were properly rejected under 35 U.S.C. § 1 12, first paragraph as 
not being adequately supported by the Specification description; 

2. Whether Claims 1 and 1 1 were properly rejected under 35 U.S.C. § 1 12, second paragraph 
as not particularly pointing out and distinctly claiming the subject matter which Appellants regard 
as their invention; and 

3. Whether Claims 1 and 1 1 were properly rejected as being obvious over six (6) different 
cited references under 35 U.S.C. § 103, including (1) US Patent No. 6272478 by Obata (hereinafter 
"Obata"), in view of (2) US Patent Application No. 20040064371 by Crapo (hereinafter "Crapo"), 
in view of (3) US Patent Application No. 200201 16237 by Cohen (hereinafter "Cohen"), in view of 
(4) US Patent No. 6901373 by Chasko (hereinafter "Chasko"), in view of (5) US Patent 5970476 by 
Fahey (hereinafter "Fahey"), and further in view of (6) US Patent 6324523 by Killeen (hereinafter 
"Killeen"). 
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ARGUMENT 



A. GROUND OF REJECTION 1 (Claims 1 and 1 1) 

Claims 1 and 1 1 stand rejected under 35 U.S.C. § 1 12, first paragraph as not being 
adequately supported by the Specification description. 

A.l. Claims 1 and 11 

In rejecting Claims 1 and 1 1, the Examiner notes that the claimed step of performing 
association analysis for only a bank using only the bank's products and customers does not 
comply with the written description requirement since the Specification describes that the 
claimed method can be performed by any company or industry. Appellants urge clear error in 
such rejection, as follows. 

As is generally known, the Specification can describe multiple and different things, such 
as alternative embodiments or broader disclosure than what is claimed, and there is no 
requirement that the claims exactly match everything described in the Specification. As but one 
example, a Specification can describe alternative embodiments such as a house constructed of 
wood and a house constructed of masonry. It is entirely appropriate in such a scenario to recite a 
claim to a house constructed of wood even though the Specification describes that the house can 
also be constructed of masonry. Similarly, and as per the present Specification, even though such 
Specification describes that the method can be performed by any industry, it is perfectly 
appropriate to claim an invention directed solely to a particular subset of such potential customer 
base - and in particular to banks and their associated products and customers, which is the 
preferred embodiment (Specification page 2, line 23 - page 3, line 10). Thus, just because the 
Specification describes a broader base of potential customers does not mean that the 
Specification fails to support claims to a subset of such potential customers 1 . Thus, it is urged 
that Claim 1 (and similarly for Claim 1 1) has been erroneously rejected under 35 U.S.C. § 1 12, 
first paragraph as not being adequately supported by the Specification description. 

1 The purpose of the enablement provision is to assure that the inventor provides sufficient information 
about the claimed invention that a person of skill in the field of the invention can make and use it without 
undue experimentation, relying on the patent specification and the knowledge in the art, Scripps Clinic & 
Research Foundation v. Genetech, Inc., 927 F.2d 1565, 18 USPQ2d 1001, 18 USPQ2d 1 896 (Fed. Cir. 
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Still further, the Examiner states that 'preferred products' is not supported by the 
Specification. It is urged that the claims recite 'to form preferred products' and thus the term 
'preferred products' is merely a particular short-hand nomenclature used in the claims such that 
the terminology 

'analyzing, by said profitability analysis device, said stored product information to 
identify strategic ones of said plurality of products to form preferred products, 
said preferred products being only said strategic ones of said plurality of products, 
said preferred products being ones of said plurality of products that are purchased 
by ones of said plurality of banking customers that purchase at least a minimum 
amount of said plurality of products' 

does not have to be repeated in the claim each time this particular class/category of products is 
recited (as such duplicative, repetitive inclusion would be quite wordy) - it is in effect merely a 
shorthand term ('preferred products') that is used to actually make the claim more clear by 
eliminating a need to duplicate/repeat the phraseology of 

'analyzing, by said profitability analysis device, said stored product information to 
identify strategic ones of said plurality of products to form preferred products, 
said preferred products being only said strategic ones of said plurality of products, 
said preferred products being ones of said plurality of products that are purchased 
by ones of said plurality of banking customers that purchase at least a minimum 
amount of said plurality of products' 

each time such nomenclature is subsequently referenced in the claim, such as in the subsequent 
'calculating', 'categorizing', 'transforming', 'storing' and 'processing' steps. Thus, it is further 
urged that Claim 1 (and similarly for Claim 1 1) has been erroneously rejected under 35 U.S.C. § 
1 12, first paragraph as not being adequately supported by the Specification description, as the 



1991). 
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detailed product subset for which the shorthand nomenclature of "preferred products" is used for is 
adequately described in the Specification. 

B. GROUND OF REJECTION 2 (Claims 1 and 1 1) 

Claims 1 and 1 1 stand rejected under 35 U.S.C. § 1 12, second paragraph as not 
particularly pointing out and distinctly claiming the subject matter which Appellants regard as 
their invention. 

B.l. Claims 1 

In rejecting Claim 1 under 35 U.S.C. § 1 12, second paragraph, the Examiner states that 
the Specification refers to a retail bank and the claims recite that the limitations apply to banking 
but not to retail, yet the Specification addresses customer demographics as though the customers 
were people and not wholesale businesses, thus implying retail. Appellants urge that the claims 
are clear, as they specifically recite bank customers. The fact that other types of retail customers 
are described in the Specification does not result in the claim being indefinite as Appellants are 
allowed to recite a subset of their Specification disclosure in the claims, such as their preferred 
embodiment, and such subset recital does not result in the claim being indefinite. 

The Examiner further opines that the terms 'preferred' and 'strategic' are ill-defined, and 
render the claims indefinite for reasons given above with respect to the 35 U.S.C. § 1 12, first 
paragraph. As described above, 'preferred customer' is merely a short-hand nomenclature that is 
particularly defined in the claim. As to the term 'strategic', such term has a well-known and 
well-defined meaning to those of ordinary skill in the art, and thus the use of such well-known 
and well-defined term does not result in the claim being unclear. Interestingly, an electronic 
search of the USPTO's patent database indicated that as of January 13, 2008 there were 292 US 
issued patents with the term 'strategic' in the claims 2 . 

Thus, Claim 1 has been erroneously rejected under 35 U.S.C. § 1 12, second paragraph. 



2 Some of such patents being 7302405, 7296007, 7278290, 7272573, 7266509, 7256510 and 7255051, as 
evidenced by the list attached hereto as Appendix A. 
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B. 2. Claim 11 

Appellants initially show error in the rejection of Claim 1 1 for similar reasons to those 
given above with respect to Claim 1 . 

Further with respect to Claim 1 1, it is urged that the term 'said computing device' is not 
vague or indefinite. A person of ordinary skill in the art would recognize that since this is the 
first occurrence of the use of computing device, the term 'said' is superfluous. Inclusion of a 
superfluous term does not yield these claims indefinite. 

Thus, Claim 1 1 has been erroneously rejected under 35 U.S.C. § 1 12, second paragraph. 

C. GROUND OF REJECTION 3 (Claims 1 and 1 1) 

Claims 1 and 1 1 stand rejected as being obvious over six (6) different cited references under 
35 U.S.C. § 103, including (1) US Patent No. 6272478 by Obata (hereinafter "Obata"), in view of 
(2) US Patent Application No. 20040064371 by Crapo (hereinafter "Crapo"), in view of (3) US 
Patent Application No. 200201 16237 by Cohen (hereinafter "Cohen"), in view of (4) US Patent No. 
6901373 by Chasko (hereinafter "Chasko"), in view of (5) US Patent 5970476 by Fahey 
(hereinafter "Fehey"), and further in view of (6) US Patent 6324523 by Killeen (hereinafter 
"Killeen"). 

C.l. Claims land 11 

(I) New Matter 

In rejecting Claim 1 under 35 U.S.C. § 103, and in particular in rejecting the claimed 
feature of "performing, using said computing device, association analysis for only said bank 
using only said bank's plurality of bank products and only said bank's plurality of existing 
banking customers", the Examiner merely alleges "it is rejected above as new matter" (page 8, 
paragraph 12 of the current Office Action dated August 15, 2007). Appellants urge that the 
Examiner has erroneously used a new matter rejection as the sole basis of rejecting this claimed 
feature under 35 U.S.C. § 103. Instead, the question of obviousness is resolved on the basis of 
underlying factual determinations including (1) the scope and content of the prior art, (2) any 
differences between the claimed subject matter and the prior art, (3) the level of skill in the art, 
and (4) where in evidence, so-called secondary considerations. Graham v. John Deere Co., 383 
U.S. 1, 17-18 (1666). See also KSR Int'l Co. v. Teleflex Inc., 127 S. Ct. 1727, 1734 (2007) 
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("While the sequence of these questions might be reordered in any particular case, the [Graham] 
factors continue to define the inquiry that controls."). 

Thus, Claim 1 has clearly been erroneously rejected under 35 U.S.C. § 103 using a new 
matter rationale as the sole basis of rejecting this claimed feature of "performing, using said 
computing device, association analysis for only said bank using only said bank's plurality of 
bank products and only said bank's plurality of existing banking customers". Therefore, Claim 1 
(and similarly for Claim 1 1) has been erroneously rejected under 35 U.S.C. § 103. 

(II) Improper Hindsight Analysis 

It is error to reconstruct the patentee's claimed invention from the prior art by using the 
patentee's claims as a "blueprint". When prior art references require selective combination to 
render obvious a subsequent invention, there must be some reason for the combination other than 
the hindsight obtained from the invention itself. Interconnect Planning Corp. v. Feil, 11 A F.2d 
1 132, 227 USPQ 543 (Fed. Cir. 1985). The Examiner's use of six (6) different references in the 
present obviousness rejection is itself evidence that the Examiner is using Appellants' claims as a 
blueprint or roadmap to piece together a teaching/suggestion of the claimed invention using such 
a large number of - and dissimilar - references. Thus, it is urged that a person of ordinary skill 
in the art would not have been motivated to piecemeal together snippets from a data mining 
invention, snippets from an on-line registration system, snippets from a customer habit 
purchasing system, snippets from a client relationship management system, and snippets from an 
industrial data acquisition and costing system in a fashion that would result in a 
teaching/suggestion of the claimed invention as a whole. Therefore, Claim 1 (and similarly for 
Claim 1 1) has been erroneously rejected under 35 U.S.C. § 103 using impermissible hindsight 
analysis. 

(III) Improper Claim Term Weighting 

Further, the Examiner impermissibly takes the position, on page 6 of the present Office 
Action dated August 1 5, 2007, that although said computing device including . . . control/data 
service bus are supported in the specification, the specification states that the invention is not 
limited to any particular combination of hardware and software, and thus 
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"The emphasis in examination will be on the features and functionality, not the 
devices as such". 

Appellants urge clear error in such examining position, where certain claimed features are 
weighted more heavily then others, where the less weighted features were not addressed by the 
Examiner in the present obviousness rejection. 

In addition, the Examiner is improperly importing the specification description into the 
claims ("invention not limited to any particular combination"). Instead, it is the claim terms 
themselves that should be examined with respect to prior art analysis under 35 U.S.C. § 102 and 
35U.S.C. § 103. 

Therefore, Claim 1 (and similarly for Claim 1 1) has been erroneously rejected under 35 
U.S.C. § 103 using such weighted-claim-term analysis. 

(IV) Failure to Establish Prima Facie Obviousness 

Still further, and as will now be shown in detail, the Examiner has failed to properly 
establish a prima facie showing of obviousness with respect to Claim 1 (and similarly for Claim 
1 1), and thus Claim 1 has been erroneously rejected. In rejecting claims under 35 U.S.C. Section 
103, the examiner bears the initial burden of presenting a prima facie case of obviousness. In re 
Oetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cir. 1992). Only if that burden is 
met, does the burden of coming forward with evidence or argument shift to the applicant. Id. To 
establish prima facie obviousness of a claimed invention, all of the claim limitations must be 
taught or suggested by the prior art. MPEP 2143.03. See also, In re Royka, 490 F.2d 580 
(C.C.P.A. 1974). If the examiner fails to establish a prima facie case, the rejection is improper 
and will be overturned. In re Fine, 837 F.2d 1071, 1074, 5 USPQ2d 1596, 1598 (Fed. Cir. 
1988). In the absence of a proper prima facie case of obviousness, an applicant who complies 
with the other statutory requirements is entitled to a patent. See In re Oetiker, 977 F.2d 1443, 
1445, 24 USPQ2d 1443, 1444 (Fed. Cir. 1992). 

With respect to Claim 1, it is urged that none of the cited references teach or suggest the 
claimed feature of a "profitability analysis device" that is coupled to the same control/data signal 
bus as a controller, a network interface, a profitability analysis device, a profit level 
categorization device, a data mining device, a cross-selling opportunities recognition device, and 



(Appeal Brief Page 17 of 35) 
Liuet al.- 10/008.731 



a storage device. The Examiner alleges that the existence of a probability analysis device is 
inherent in the teachings of Obata. Even assuming such inherency assertion to be true, such 
inherency assertion still does not establish a teaching or suggestion that the claimed profitability 
analysis device is hardware configured as claimed (as described immediately above). Thus, the 
Examiner has failed to properly establish a prima facie showing of obviousness with respect to 
Claim 1 , as the Examiner has failed to establish any teaching of a profitability analysis device" 
that is coupled to the same control/data signal bus as a controller, a network interface, a 
profitability analysis device, a profit level categorization device, a data mining device, a cross- 
selling opportunities recognition device, and a storage device as required by the features of Claim 
1. 

Still further, a profitability analysis device is not inherent in the teachings of Obata, as 
alleged by the Examiner. "To establish inherency," the Federal Circuit recently stated, "the 
extrinsic evidence 'must make clear that the missing descriptive matter is necessarily present in 
the thing described in the reference, and that it would be so recognized by persons of ordinary 
skill.'" In re Robertson, 169 F.3d 743, 745 [49 USPQ2d 1949] (Fed. Cir. 1999); see also 
Continental Can Co. U.S.A., Inc. v. Monsanto Co., 948 F.2d 1264, 1268 [20 USPQ2d 1746] 
(Fed. Cir. 1991). Such inherency may not be established by '"probabilities or possibilities.'" 
Continental Can, 948 F.2d at 1269 (quoting In re Oelrich, 666 F.2d 578, 581 [212 USPQ 323] 
(C.C.P.A. 1981)). In relying upon the theory of inherency, the examiner must provide a basis in 
fact and/or technical reasoning to reasonably support the determination that the allegedly inherent 
characteristic necessarily flows from the teachings of the applied prior art. In re King, 801 F.2d 
1324, 231 USPQ 136 (Fed. Cir. 1986); W.L. Gore & Associates, Inc. v. Garlock, Inc., 721 F.2d 
1540, 220 USPQ 303 (Fed. Cir. 1983); In re Oelrich, 666 F.2d 578, 212 USPQ 323 (CCPA 
1981); In re Wilding, 535 F.2d 631, 190 USPQ 59 (CCPA 1976); Hansgirg v. Kemmer, 102 
F.2d 212, 40 USPQ 665 (CCPA 1939). The Examiner has failed to meet their burden of proof 
in the inherency assertion, as required by the above cited and extensive case law. Instead, the 
Examiner merely states that since Obata teaches using results of a profitability analysis, the 
existence of a profitability analysis device is inherent 'in the use of the results from such a 
device'. Appellants urge that this is circular logic, as 'use of the results from such a device' 
means that such a device is inherent due to there being results from such a device. This logic is 
flawed as is presupposes such device exists (use of the results from such a device) in the stated 



(Appeal Brief Page 18 of 35) 
Liu et al. - 10/008.731 



reason as to why such a device is inherent. Such circularly logic fails to comply with the 
factual/technical reasoning requirements as specified by In re King, where the examiner must 
provide a basis in fact and/or technical reasoning to reasonably support the determination that the 
allegedly inherent characteristic necessarily flows from the teachings of the applied prior art. 
Thus, it is further urged that Claim 1 (and similarly for Claim 1 1) has been erroneously rejected 
due to this improper inherency assertion. 

Even if the Examiner properly established a valid and legitimate technical reasoning for 
establishing inherency (which, as described above, the Examiner has not), the Examiner has 
mischaracterized the Obata teachings in such inherency assertion. For example, at the bottom of 
page 8 of the present Office Action, the Examiner alleges that Obata teaches 'using the results of 
profitability analysis' at col. 8, line 56 - col. 9, line 5 in their inherency assertion. Appellants 
show that there, Obata states: 



For example, we assume that a new evaluation criterion "prospect of profit" that is 
the expected profit of each rule, is defined and there is a valuable association rule 
whose value of the evaluation criterion is large but whose support and confidence 
are small. The smaller the minimum support and minimum confidence are, the 
more association rules are discovered by the association rule generator 12. So 
without the evaluation criterion "prospect of profit", it is difficult for user to find 
such a valuable rule from a large number of association rules discovered by the 
association rule generator 12. But if the values of "prospect of profit" of all 
association rules are calculated, user can distinguish valuable association rules 
(when the association rules are applied, a large profit is expected) from trivial 
rules by displaying only the association rules whose values of "prospect of profit" 
are above a threshold or displaying association rules in the order of the value of 
"prospect of profit". 

As can be seen, and contrary to the Examiner's assertion, this cited passage does not 
teach using the results of an actual profitability analysis, but instead teaches a methodology for 
distinguishing amongst a plurality of rules by an association rule generator that displays 
association rules. A technique used for searching and displaying rules does not teach using the 
results of a profitability analysis, as alleged by the Examiner in their improper attempt at 
establishing inherency. The fundamental premise of the teachings of Obata is to discover such 
association rules (see, e.g., Obata's Title of "Data Mining Apparatus For Discovering 
Association Rules Existing Between Attributes of Data"), and not an analysis of actual, realized 
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profit. To the extent this cited passage describes a term of 'prospect of profit', this term is stated 
by Obata to represent an expected profit for a rule, which is very different from using actual 
stored product information in an actual product profitability analysis by a profitability analysis 
device, as claimed. Thus, it is further urged that Claim 1 (and similarly for Claim 1 1) has been 
erroneously rejected due to this improper inherency assertion using a mischaracterization of the 
teachings of the cited Obata reference. 

Still further with respect to Claim 1 , it is urged that none of the cited references teach or 
suggest the claimed feature of "categorizing, based on said profit that was calculated for each 
one of said preferred products , each one of said preferred products into one of three levels, which 
are based on said bank's situation" (emphasis added). In rejecting this aspect of Claim 1, the 
Examiner states that this claimed feature is taught by Obata since Obata teaches 'highlighting 
large profit items and not displaying items whose profits fall below a threshold at col. 7, lines 40- 
52". Appellants urge that this cited passage describes a sorting, displaying and highlighting of 
association rules and such cited passage does not describe a categorization with respect to actual 
(preferred) products into three levels, as claimed. Thus, it is further urged that the Examiner has 
failed to properly establish a prima facie showing of obviousness with respect to Claim 1 (and 
similarly for Claim 1 1). 

Still further with respect to Claim 1 , such claim recites "for each one of said preferred 
products: transforming said assigned original product code by embedding one of said three levels 
into said assigned original product code to form a new product code, said embedded one of said 
three levels being a level into which each one of said preferred products was categorized". In 
rejecting this aspect of Claim 1, the Examiner states that Obata teaches three levels of 
profitability and Fahey teaches product codes, and thus this claimed feature would have been 
obvious. Appellants urge error, as to the extent Obata teaches three levels, the three levels are 
with respect to association rules (as previously described), and are not three levels of 
profitability . Thus, the combined teaching of Obata and Fahey does not teach or otherwise 
suggest the claimed feature of "for each one of said preferred products: transforming said 
assigned original product code by embedding one of said three levels into said assigned original 
product code to form a new product code, said embedded one of said three levels being a level 
into which each one of said preferred products was categorized", as expressly recited in Claim 1 . 
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Thus, it is further urged that the Examiner has failed to properly establish a prima facie showing 
of obviousness with respect to Claim 1 (and similarly for Claim 1 1). 

Still further with respect to Claim 1 , such claim recites "transforming said original 
product code into said new product code by concatenating said assigned original product code to 
form said new product code". In rejecting this aspect of Claim 1, the Examiner states that this 
claimed feature is obvious 'since profit codes would be stored in a database (as per Fahey col 10 
line 13), the database queries can be used to embed or concatenate the data in any way desired'. 
Appellants urge that such broad generalization that data could be embedded or concatenated in 
any way desired does not meet the burden of proof required by the all limitations rule of 
establishing a prima facie showing of obviousness as required by the USPTO's own MPEP 
rules 3 . The Examiner's any-way-desired rational is nothing more than speculation as to what 
might have been possible. Thus, it is further urged that the Examiner has failed to properly 
establish a prima facie showing of obviousness with respect to Claim 1 (and similarly for Claim 
11). 

Further with respect to Claim 1, such claim recites "processing said modified preferred 
products to identify associations among said modified preferred products, said processing 
including performing data mining on said modified preferred products to generate a plurality of 
association rules based on past behavior of said plurality of banking customers". In rejecting this 
aspect of Claim 1, the Examiner asserts that this claimed feature is taught by Cohen at page 1, 
paragraph 0015 and Figure 2. Appellants show that there, Cohen states: 

[0015] FIG. 1 depicts the cross-selling optimization system of the present invention as 
generally shown by reference numeral 20. The cross-selling optimization system 20 
generates subset association rules 38 based upon raw data 22 that has been pre-processed 
by a data miner 24. The cross-selling optimization system 20 includes an optimization 
model 32 (e.g., a linear programming model) to generate the subset association rules 38. 

As can be seen, this cited passage describes generation of a subset of association rules 
based upon raw data that has been pre-processed by a data miner. Using raw data pre-processed 
by a data minor does not teach or otherwise suggest the claimed feature of performing data 
mining on modi fied pre ferred products , as expressly recited in Claim 1 (with such 'modified 

3 To establish prima facie obviousness of a claimed invention, all of the claim limitations must be taught 
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preferred products' having the requisite characteristics as defined elsewhere in Claim 1, such as 
having an embedded profitability level). Thus, it is further urged that the Examiner has failed to 
properly establish a prima facie showing of obviousness with respect to Claim 1 (and similarly 
for Claim 11). 

Further with respect to Claim 1, such claim recites "said particular one of said plurality of 
association rules including a support of 0.22, a confidence of 10.7, and a lift of 1 3.3". In 
rejecting this aspect of Claim 1, the Examiner states: 

"If the dataset and rule are such that the claimed invention would calculate values 
of .22, 10.7 and 13.3, then Cohen would also teach calculating .22, 10.7, and 
13.3" 

Appellants urge clear error in such assertion. The Examiner takes the position that if 
Appellants' claimed invention calculates certain values ("If the dataset and rule are such that the 
claimed invention would calculate values'"), then the cited reference teaches such claimed 
calculation. In effect, the Examiner is using Appellants own 'claimed invention' to establish 
obviousness, which is clear error. Thus, it is further urged that the Examiner has failed to 
properly establish a prima facie showing of obviousness with respect to Claim 1 (and similarly 
for Claim 11). 



or suggested by the prior art. MPEP 2143.03. 
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Appellants have thus shown numerous and substantial error in the Examiner's final 
rejection of Claims 1 and 11, and therefore respectfully requests that the Board reverse the final 
rejection of all such claims. 



/Wayne P. Bailey/ 

Wayne P. Bailey 
Reg. No. 34,289 
Yee & Associates, P.C. 
PO Box 802333 
Dallas, TX 75380 
(972) 385-8777 
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CLAIMS APPENDIX 



The text of the claims involved in the appeal are: 

1 . A method, in a computing device, for identifying cross-selling opportunities for a bank, 
comprising: 

said computing device including a controller, a network interface, a profitability analysis 
device, a profit level categorization device, a data mining device, a cross-selling opportunities 
recognition device, and a storage device; 

said controller, said network interface, said profitability analysis device, said profit level 
categorization device, said data mining device, said cross-selling opportunities recognition 
device, and said storage device coupled together using a control/data signal bus; 

performing, using said computing device, association analysis for only said bank using 
only said bank's plurality of bank products and only said bank's plurality of existing banking 
customers; 

said association analysis not performed for any retail business using any retail customers 
or retail data related to any type of retail services or retail store; 
said association analysis including: 

receiving, by said controller via said network interface, a request for cross-selling 
opportunities identification; 

said controller initiating retrieval, for each one of said plurality of existing banking 
customers from a bank's database, of product information about said plurality of bank products, 
said initiating responsive to said receipt of said request; 
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said bank losing money on particular ones of said plurality of products when said 
particular ones of said plurality of products are purchased by particular ones of said plurality of 
banking customers; 

temporarily storing said product information in said storage device; 

instructing, by said controller, said profitability analysis device to operate on said stored 
product information; 

analyzing, by said profitability analysis device, said stored product information to identify 
strategic ones of said plurality of products to form preferred products, said preferred products 
being only said strategic ones of said plurality of products, said preferred products being ones of 
said plurality of products that are purchased by ones of said plurality of banking customers that 
purchase at least a minimum amount of said plurality of products; 

calculating, by said profitability analysis device, a profit for each one of said preferred 
products, and not calculating profit for ones of said plurality of products not identified as being 
one of said preferred products; 

categorizing, based on said profit that was calculated for each one of said preferred 
products, each one of said preferred products into one of three levels, which are based on said 
bank's situation; 

said three levels including a high level of profitability, a medium level of profitability, 
and a low level of profitability; 

said low level of profitability indicating either low profitability or negative profitability 
when each one of said preferred products that is categorized into said low level of profitability is 
purchased; 

each one of said preferred products having an assigned original product code; 
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for each one of said preferred products: transforming said assigned original product code 
by embedding one of said three levels into said assigned original product code to form a new 
product code, said embedded one of said three levels being a level into which each one of said 
preferred products was categorized; 

transforming said original product code into said new product code by concatenating said 
assigned original product code to form said new product code; 

storing each one of said preferred products with said new product code that is associated 
with said one of said preferred products to form modified preferred products; 

processing said modified preferred products to identify associations among said modified 
preferred products, said processing including performing data mining on said modified preferred 
products to generate a plurality of association rules based on past behavior of said plurality of 
banking customers; 

a particular one of said plurality of association rules associating a Visa Gold credit card 
with a housing loan, said particular one of said plurality of association rules including a support 
of 0.22, a confidence of 10.7, and a lift of 13.3; 

said particular one of said plurality of association rules including, embedded within said 
particular one of said plurality of association rules, an identification that a Visa Gold credit card 
is high profitability and an indication that a housing loan is high profitability; 

wherein said particular one of said plurality of associations rules is: Visa Gold with high 
profitability associated with house loan with high profitability with support of 0.22, 10.7 as 
confidence, and 13.3 as lift; 

analyzing, by said cross-selling opportunities recognition device, said plurality of 
association rules to identify a first subset of said plurality of association rules that indicate said 
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high level of profitability, said first subset of said plurality of association rules including said 
particular one of said plurality of association rules; 

using said first subset of said plurality of association rules to identify first ones of said 
plurality of bank customers to which to target marketing, a purchase of one of said preferred 
products by one of said first ones of said plurality of bank customers resulting in said high level 
of profitability occurring; 

generating one or more marketing strategies based on the first subset of said plurality of 
association rules; 

cross-selling to said first ones of said plurality of bank customers by marketing to said 
first ones of said plurality of bank customers; 

analyzing, by said cross-selling opportunities recognition device, said plurality of 
association rules to identify a second subset of said plurality of association rules that indicate said 
low level of profitability; 

using said second subset of said plurality of association rules to identify second ones of 
said plurality of bank customers to avoid, marketing not targeted to said second ones of said 
plurality of bank customers, a purchase of one of said preferred products by one of said second 
ones of said plurality of bank customers resulting in said low level of profitability occurring; 

excluding, from a next marketing campaign, said second ones of said plurality of bank 
customers; and 

wherein said first ones of said plurality of bank customers are good targets for cross- 
selling and said second ones of said plurality of bank customers are avoided. 
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11. An apparatus for identifying cross-selling opportunities for a bank, comprising: 

said computing device including a controller, a network interface, a profitability analysis 
device, a profit level categorization device, a data mining device, a cross-selling opportunities 
recognition device, and a storage device; 

said controller, said network interface, said profitability analysis device, said profit level 
categorization device, said data mining device, said cross-selling opportunities recognition 
device, and said storage device coupled together using a control/data signal bus; 

said computing device performing association analysis for only said bank using only said 
bank's plurality of bank products and only said bank's plurality of existing banking customers; 

said association analysis not performed for any retail business using any retail customers 
or retail data related to any type of retail services or retail store; 

said association analysis including: 

said controller receiving, via said network interface, a request for cross-selling 
opportunities identification; 

said controller initiating retrieval, for each one of said plurality of existing banking 
customers from a bank's database, of product information about said plurality of bank products, 
said initiating responsive to said receipt of said request; 

said bank losing money on particular ones of said plurality of products when said 
particular ones of said plurality of products are purchased by particular ones of said plurality of 
banking customers; 

means for temporarily storing said product information in said storage device; 
said controller instructing said profitability analysis device to operate on said stored 
product information; 
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said profitability analysis device analyzing said stored product information to identify 
strategic ones of said plurality of products to form preferred products, said preferred products 
being only said strategic ones of said plurality of products, said preferred products being ones of 
said plurality of products that are purchased by ones of said plurality of banking customers that 
purchase at least a minimum amount of said plurality of products; 

said profitability analysis device calculating a profit for each one of said preferred 
products, and not calculating profit for ones of said plurality of products not identified as being 
one of said preferred products; 

means for categorizing, based on said profit that was calculated for each one of said 
preferred products, each one of said preferred products into one of three levels, which are based 
on said bank's situation; 

said three levels including a high level of profitability, a medium level of profitability, 
and a low level of profitability; 

said low level of profitability indicating either low profitability or negative profitability 
when each one of said preferred products that is categorized into said low level of profitability is 
purchased; 

each one of said preferred products having an assigned original product code; 

for each one of said preferred products: means for transforming said assigned original 
product code by embedding one of said three levels into said assigned original product code to 
form a new product code, said embedded one of said three levels being a level into which each 
one of said preferred products was categorized; 

means for transforming said original product code into said new product code by 
concatenating said assigned original product code to form said new product code; 
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means for storing each one of said preferred products with said new product code that is 
associated with said one of said preferred products to form modified preferred products; 

means for processing said modified preferred products to identify associations among 
said modified preferred products, said processing including performing data mining on said 
modified preferred products to generate a plurality of association rules based on past behavior of 
said plurality of banking customers; 

a particular one of said plurality of association rules associating a Visa Gold credit card 
with a housing loan, said particular one of said plurality of association rules including a support 
of 0.22, a confidence of 10.7, and a lift of 13.3; 

said particular one of said plurality of association rules including, embedded within said 
particular one of said plurality of association rules, an identification that a Visa Gold credit card 
is high profitability and an indication that a housing loan is high profitability; 

wherein said particular one of said plurality of associations rules is: Visa Gold with high 
profitability associated with house loan with high profitability with support of 0.22, 10.7 as 
confidence, and 13.3 as lift; 

said cross-selling opportunities recognition device analyzing said plurality of association 
rules to identify a first subset of said plurality of association rules that indicate said high level of 
profitability, said first subset of said plurality of association rules including said particular one of 
said plurality of association rules; 

using said first subset of said plurality of association rules to identify first ones of said 
plurality of bank customers to which to target marketing, a purchase of one of said preferred 
products by one of said first ones of said plurality of bank customers resulting in said high level 
of profitability occurring; 
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means for generating one or more marketing strategies based on the first subset of said 
plurality of association rules; 

means for cross-selling to said first ones of said plurality of bank customers by marketing 
to said first ones of said plurality of bank customers; 

said cross-selling opportunities recognition device analyzing said plurality of association 
rules to identify a second subset of said plurality of association rules that indicate said low level 
of profitability; 

means for using said second subset of said plurality of association rules to identify second 
ones of said plurality of bank customers to avoid, marketing not targeted to said second ones of 
said plurality of bank customers, a purchase of one of said preferred products by one of said 
second ones of said plurality of bank customers resulting in said low level of profitability 
occurring; 

said second ones of said plurality of bank customers excluded from a next marketing 
campaign; and 

wherein said first ones of said plurality of bank customers are good targets for cross- 
selling and said second ones of said plurality of bank customers are avoided. 
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EVIDENCE APPENDIX 

There are 2 pages of Attachment A that immediately follow this page. 
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RELATED PROCEEDINGS APPENDIX 



There are no related proceedings. 
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